The opinion in support of the decision being entered today was not witten
for publication and is not binding precedent of the Board.
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Bef ore FRANKFORT, NASE, and BAHR, Admi nistrative Patent Judges.
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DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clains 1, 2, 5to 8 and 10 to 18. dCains 3, 4,
9, 19 and 20, the remaining clains pending in this

application, have been all owed.

We REVERSE
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BACKGROUND

The appellant's invention relates to counterweights
utilized to counterbal ance construction equi pnment, such as
excavators and cranes (specification, p. 1). A copy of the
cl aims under appeal is set forth in the appendix to the

appel lant's bri ef.

The prior art references of record relied upon by the
exam ner in rejecting the appeal ed cl ai ns are:

Hughson 2,925,149 Feb. 16,
1960

Eid 3,614, 135 Cct. 19,
1971

Yancey 3, 860, 083 Jan. 14,
1975

Denda 4, 650, 393 Mar. 17,
1987

Br ockl ebank et al. 4,679, 336 July 14,
1987

( Br ockl ebank)

Washburn et al. 5, 033, 567 July 23,
1991

(Washbur n)

Claims 1, 2, 5 and 10 stand rejected under 35 U. S.C. §

103 as bei ng unpatentable over Eid in view of Brockl ebank.
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Clains 6 to 8 stand rejected under 35 U S.C. §8 103 as
bei ng unpatentable over Eid in view of Brockl ebank as applied

to claim5 above, and further in view of Washburn or Yancey.
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Clains 1, 2, 5 and 11 to 16 stand rejected under 35
U S C
8 103 as being unpatentabl e over Denda in view of Brockl ebank

and Hughson.

Clainms 17 and 18 stand rejected under 35 U.S.C. § 103 as
bei ng unpat ent abl e over Denda in view of Brockl ebank and
Hughson as applied to claim 11 above, and further in view of

Washburn or Yancey.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellant regardi ng the above-noted
rejections, we nmake reference to the answer (Paper No. 13,
mai | ed Decenber 2, 1999) for the exam ner's conplete reasoning
in support of the rejections, and to the brief (Paper No. 12,
filed August 12, 1999) and reply brief (Paper No. 14, filed

January 31, 2000) for the appellant's argunents thereagainst.

OPI NI ON
In reaching our decision in this appeal, we have given

careful consideration to the appellant's specification and
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clains, to the applied prior art references, and to the
respective positions articulated by the appellant and the
exam ner. As a consequence of our review, we nake the

determ nati ons which foll ow

The 35 U.S.C. 8 103 rejections utilizing Ed

Clains 1, 2, 5 and 10

W will not sustain the rejection of clains 1, 2, 5 and
10 under 35 U.S.C. § 103 as being unpatentable over Eid in

vi ew of Brockl ebank.

| ndependent claim 1 reads as foll ows:

A renovabl e count er bal ance assenbly for use in
construction equi pnment, the counterbal ance assenbly
conpri si ng:

a bottom panel attachabl e adjacent an aft end of the
construction equi pnment;

an enclosure including a side wall having a | ower
portion positionable in fixed relation to the bottom
panel, the bottom panel and the side wall defining a
recei ving aperturet; and

a counterwei ght adapted to be received in the
recei ving aperture.

11t appears to us that the recited bottom panel and side
wal | by thenselves are insufficient to define an "aperture."
Accordingly, we view the phrase "receiving aperture" as
meani ng receiving space or area.
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| ndependent claim2 recites a renovabl e count erbal ance
assenbly conprising, inter alia, tw enclosures, each
encl osure having a back wall connected to a side wall, the
encl osures positioned so that the side walls are in
opposition; a back panel connected between the back walls of
t he encl osures; a bottom panel connected to the back panel and
between the side walls of the enclosures; a receiving aperture
defined by the side walls, the back panel and the bottom
panel ; and a counterwei ght receivable in the receiving

aperture.

Ei d teaches that when tractors are used under certain
| oad conditions as, for exanple, as a bulldozer or as a snow
bl ower there arises often a tendency for the tractor to tilt
forward and in the use of such tractors under such conditions,
there is a serious problem of keeping the rear end of the
tractor firmy on the ground. Ei d then discloses an
attachnment which may qui ckly and conveniently be nounted on
the frame rails of a tractor to provide a wei ght box or
receptacle for weights whenever it is desired to weight the

rear end of a tractor. Wen so nounted the box provides a
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suitable receptacle in a desirable |l ocation for weights to
help maintain the rear end of the tractor on the ground
despite heavy front |oads. A specific feature of the
attachnment is that it may be added to an existing tractor,

al ready equi pped with a drawbar or hitch panel at the ends of
the frame rails, without | oss of the existing drawbar or hitch
pl ate

and wi thout |oss of the hitching feature.

Figure 3 of Eid is a perspective view of the attachnment
and Figures 4 and 5 are views show ng the attachnment in place
between the frame rails and the drawbar or hitch plate. As
shown in Figures 3-5, the weight box attachnent is a unitary,
preassenbl ed, three-sided, closed-bottom open-top,
heavy- gauge sheet netal box 40 adapted to be applied as an
attachnment unit to the free ends of the rails 20, these rails
bei ng normally connected by the hitch plate 22. The box 40
conprises a front plate 42, a bottomplate 44, and two side
plates 46. The latter extend well forward of the front plate
to provide short parallel wi ngs 48 enabling the box to be

secured to the ends 20 of the rails by the sane bolts 28 as
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were previously used and as are normally used to secure the
hitch plate 22 to the rails 20. Wen the box 40 is nounted
upon rails 20 as is shown in Figures 4 and 5, the hitch plate
22 is adapted to be secured to the open or rear end of the box
to close such end and connect the sides 46 of the box wth the
hitch plate 22 being parallel to the front plate 42. \Wen the
parts are conbined in the manner just described there is
provided a tractor including the conbination of the rails 20,
the box 40, and the hitch plate 22 with such conbi nati on bei ng
effective for receiving weights which

ensure the rear end of the tractor remaining on the ground

despite adverse front | oad conditions.

Br ockl ebank discloses in Figure 1 an earth noving nachi ne
havi ng a ground engagi ng propul sion neans 11, a base frane 14
novabl e relative to the ground engagi ng propul sion neans about
a first generally vertical axis V, a boom 30 and a
count erwei ght 20a nounted on the base frame so as to be
nmovabl e towards and away fromthe first vertical axis in
response to novenent of the center of gravity of the nachi ne.

As shown in Figure 2, nenbers 18a, 18b, together provide a
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gui de path for the novabl e counterwei ght 20a, contained within
a housing 20 of the upper body part nounted on the base frane
14. Al so nounted on the base frame 14 on one side thereof is
an operator's cab 21 and superstructure 22, which
superstructure 22 provides a space 22a for conponents such as
val ves and the |ike of a hydraulic systemof the machine. The
engine 13 is housed in another superstructure 13a on the
opposite side of the machine to the cab 21 and superstructure
22. Additionally, a hydraulic reservoir may be positioned in
a space 22b | ocated on the opposite side of the machine to the

cab 21 and superstructure 22.

After the scope and content of the prior art are
determ ned, the differences between the prior art and the

claine at issue are to be ascertained. Gahamyv. John Deere

Co., 383 U. S 1, 17-18, 148 USPQ 459, 467 (1966). Inplicit in
this rejection (answer, p. 3) is the examner's view that E d
| acks the enclosure as recited in claim1 and the two

enclosures as recited in claim2 since the exam ner determ ned
(answer, p. 3) that it would have been obvious at the tinme the

i nvention was made to a person having ordinary skill in the
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art to add storage encl osures adjacent the sides of Ei d's

wei ght box in view of the teachings in Brockl ebank (i.e.,
spaces 22a and 22b bei ng provi ded on opposite sides of
counterwei ght 20a). The appellant argues that the applied
prior art does not suggest the subject matter of clainms 1 and
2. W agree with the appellant. The nere fact that the prior
art may be nodified in the manner suggested by the exam ner
does not meke the nodification obvious unless the prior art

suggested the desirability of the nodification. See In re

Fritch, 972 F.2d 1260, 1266 n.14, 23 USPQRd 1780, 1783-84 n. 14

(Fed. Cir. 1992), citing In re Gordon, 773 F.2d 900, 902, 221

USPQ 1125, 1127 (Fed. Cir. 1984). 1In this case, it is our
view that the only suggestion for nodifying Eid in the manner
proposed by the exami ner to arrive at the subject matter of
claim1l or claim2 stens from hi ndsi ght know edge derived from
t he appellant's own disclosure. The use of such hindsight
knowl edge to support an obvi ousness rejection under 35 U.S. C

8 103 is, of course, inpermssible. See, for exanple, W L.

Gore and Assocs., Inc. v. Grlock, Inc., 721 F.2d 1540, 1553,

220 USPQ 303, 312-13 (Fed. Gr. 1983), cert. denied, 469 U S.

851 (1984). In that regard, while Brockl ebank may have
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suggested providing Eid' s tractor with spaces/encl osures such
as those disclosed by Brockl ebank (i.e., spaces 22a and 22b),
it 1s our opinion that those spaces/encl osures would not have
been | ocated on one or both sides of Eid s weight box to
define a counterwei ght receiving aperture/space as set forth
in either claiml or claim?2, but would have been located in
the superstructure of the tractor itself as clearly taught in

Br ockl ebank.

For the reasons set forth above, the decision of the
exam ner to reject independent clainms 1 and 2, and clains 5
and 10 dependent thereon, under 35 U.S.C. § 103 as being

unpat ent abl e over Eid in view of Brockl ebank is reversed.

Claims 6 to 8

W have al so reviewed the references to Washburn and
Yancey additionally applied in the rejection of dependent
claims 6 to 8 but find nothing therein which nmakes up for the
deficiencies of Eid and Brockl ebank di scussed above.

Accordingly, the decision of the examner to reject clains 6
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to 8 under 35 U.S.C. 8§ 103 as being unpatentable over Eid in

vi ew of Brockl ebank and Washburn or Yancey is reversed.

The 35 U.S.C. 8 103 rejections utilizing Denda
Claims 1, 2, 5 and 11 to 16

W w il not sustain the rejection of clainms 1, 2, 5 and
11 to 16 under 35 U.S.C. 8§ 103 as bei ng unpatentabl e over

Denda in view of Brockl ebank and Hughson.

Denda di scl oses a machine for excavating work. As shown
in Figures 1-3, an excavator includes a turn base 14, a

traveling device 12, a boom 16 and a bucket 28.

The teachi ngs of Brockl ebank have been set forth above.

Hughson discloses a |lift truck having a counterwei ght.
As shown in Figures 1-3, the side and rear body walls 21, 23

and 25, together define a pocket that receives counterwei ght

41.
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The exam ner determ ned (answer, p. 4) that it would have
been obvious at the time the invention was made to a person
having ordinary skill in the art to provide conpartnents at
the rear corners of Denda's turn base 14 in view of the
teachi ngs in Brockl ebank (i.e., spaces 22a and 22b bei ng
provi ded on opposite sides of counterweight 20a) and to
provi de a counterwei ght cavity in the center of the rear of
Denda's turn base 14 in view of the teachings in Hughson. The
appel l ant argues that the applied prior art does not suggest
the subject matter of independent clainms 1, 2 and 11. W
agree with the appellant. As in the previous rejection of
claims 1 and 2, we fail to find any suggestion for nodifying
Denda in the manner proposed by the exam ner to arrive at the
subject matter of clainms 1, 2 or 11. Accordingly, we nust
conclude that this rejection stens fromthe use of
i mper m ssi bl e hi ndsi ght know edge derived fromthe appellant's
own disclosure. In that regard, while Brockl ebank may have
suggested providing Denda's machine with spaces such as those
di scl osed by Brockl ebank (i.e., spaces 22a and 22b) and
Hughson may have suggested providing Denda's machine with a

pocket containing a counterweight, it is our opinion that
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t hose spaces woul d not have been | ocated on the sides of a
pocket containing a counterweight to define a counterweight

recei ving aperture/space as set forth in clains 1, 2 or 11

For the reasons set forth above, the decision of the
exam ner to reject independent clainms 1, 2, and 11, and clains
5 and 12 to 16 dependent thereon, under 35 U S.C. § 103 as
bei ng unpat ent abl e over Denda in view of Brockl ebank and

Hughson i s reversed.

Clains 17 and 18

W have al so reviewed the references to Washburn and
Yancey additionally applied in the rejection of dependent
claims 17 and 18 but find nothing therein which makes up for
t he deficiencies of Denda, Brocklebank and Hughson di scussed
above. Accordingly, the decision of the examner to reject
clainms 17 and 18 under
35 U.S.C. §8 103 as bei ng unpatentable over Denda in view of

Br ockl ebank, Hughson and Washburn or Yancey is reversed.
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CONCLUSI ON

To summari ze, the decision of the exam ner to reject
claims 1, 2, 5to 8 and 10 to 18 is reversed.

REVERSED

CHARLES E. FRANKFORT
Adm ni strative Patent Judge

BOARD OF PATENT

JEFFREY V. NASE APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JENNI FER D. BAHR
Adm ni strative Patent Judge
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